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REMARKS 

I. Status of the Claims 

Claims 26-50 are pending in this application. Claims 26, 45, 49, and 50 are 
amended to recite 2-(2-hydroxyethyloxy)ethyl radicals as a possibility for R 6 . Support 
for these amendments can be found in the originally-filed specification and claims, 
particularly on page 7 of the originally-filed specification and in original claim 6. 
Claim 36 has been amended to correct dependency from a cancelled claim. 
Accordingly no new matter has been added by any of these amendments. 

II. Claim Objection 

The Examiner has objected to claim 36 because it is dependent on cancelled 
claim 1 . Applicants thank the Examiner for pointing out this typographical error. 
Applicants have amended claim 36 to depend on claim 26. 

III. Claim Rejections under 35 U.S.C. S 102 

A. Audousset 

The Examiner has rejected claims 26-36, 38-39, and 43-50 as being allegedly 
anticipated under 35 U.S.C. § 102(b) by WO 99/66894 to Audousset, using U.S. Pat. 
No. 6,692,540 to Audousset ("Audousset") as a translation of WO 99/66894. The 
Examiner alleges that Audousset's formula (II) is identical to formula (I) in claim 26, and 
argues that Audousset also teaches 2-[(3-amino-6-methoxy-2-pyridyl)(2- 
hydroxyethyl)amino]ethanol as in claim 36. Applicants disagree. 
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As an initial matter, Audousset teaches 3-amino-2-(B-hydoxyethyl)amino-6- 
methoxypyridine at col. 3, line 60, not 2-[(3-amino-6-methoxy-2-pyridyl)(2- 
hydroxyethyl)amino]ethanol, and these structures are not the same. 

2-[(3-amino-6-methoxy-2-pyridyl)(2-hydroxyethyl)amino]ethanol is: 
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3-amino-2-((3-hydoxyethyl)amino-6-methoxypyridine is: 
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The latter compound is not encompassed by the present claims because the 2- 
amino group is substituted with a hydrogen, and in Applicants' formula (I), neither R 5 nor 
R6 can be hydrogen. 

Further, Applicants respectfully submit that Audousset's compositions comprising 
formula (II) do not anticipate Applicants' claimed compositions because too much 
improper picking and choosing of substitutents would be required to reach the presently 
claimed compositions. M.P.E.P. § 2131.02; In re Meyer, 599 F.2d 1026 
(C.C.P.A. 1979) In re Ruschig, 343 F.2d 965, 974 (C.C.P.A. 1965). More specifically, 
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formula (II) of the reference has 5 substituents, and each has no less than 5 
possibilities, many of which do not overlap with the presently claimed formula (I). In 
fact, with respect to overlap, no species or subgenus specifically disclosed in Audousset 
is fully encompassed by the present claims. And overlap of two genera, by itself, is not 
anticipation. See, MP.E.P. §§ 2131.03 II; 2144.05. 

For all of these reasons, Audousset does not teach the presently claimed 
invention. Accordingly, Applicants respectfully request withdrawal of this rejection. 

B. Hoffkes 

The Examiner has rejected claims 26, 28-30, 32-33, and 50 as being allegedly 
anticipated under 35 U.S.C. § 102(b) by DE 199 36 442 to Hoffkes et al. ("Hoffkes"). 
The Examiner alleges that formula (II) of Hoffkes is identical to formula (I) in claim 26. 
Applicants disagree. 

No species or subgenus specifically disclosed in Hoffkes is fully encompassed by 
the present claims, and overlap of two genera, by itself, is not anticipation. M.P.E.P. 
§§ 2131.03 II; 2144.05. Moreover, as discussed above with respect to Audousset, too 
much improper picking and choosing of substitutents from Hoffkes' formulas would be 
required to reach the presently claimed compositions. 

For all of these reasons, Hoffkes does not teach the presently claimed invention. 
Accordingly, Applicants respectfully request withdrawal of this rejection. 
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IV. Claim Rejections under 35 U.S.C. § 103(a) 

The Examiner has rejected claims 37 and 40-42 as being allegedly obvious 
under 35 U.S.C. § 103(a) over Audousset in view of U.S. Pat. Pub. 2001/0023514 to 
Cottard et al. ("Cottard"). 

First, the Examiner has provided no motivation for choosing Applicants' claimed 
couplers from Audousset, as discussed above. Because Cottard does not cure this 
deficiency, Applicants respectfully submit that this rejection be withdrawn for at least this 
reason. 

Second, the Examiner asserts that Audousset does not disclose Applicants' 
instantly claimed oxidation bases and couplers. Office Action, p. 4. The Examiner 
attempts to use Cottard to cure this deficiency, but has not shown the existence of any 
motivation to combine the teachings of Audousset with Cottard. In particular, the 
Examiner has presented no convincing line of reasoning as to why one of ordinary skill 
in the art would have picked and chosen the presently claimed base and coupler from 
all from the various oxidation bases and couplers disclosed in the cited references. The 
case law requires there to be some guidance in the art for a proposed combination of 
specific ingredients to be made. The Examiner has not pointed to such guidance in 
Audousset or Cottard. 

Thus, the Examiner has not established a prima facie case of obviousness 
because motivation to choose Applicants' instantly claimed oxidation bases and 
couplers is absent in the rejection. 
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V. Conclusion 

In view of the foregoing amendments and remarks, Applicants respectfully 
request reconsideration and reexamination of this application and the timely allowance 
of the pending claims. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to our Deposit Account No. 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 



Dated: June 6, 2006 




Thalia V. Warnement 
Reg. No. 39,064 
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